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Bef ore Hanak, Holtzman and Drost, Adm nistrative Trademark
Judges.

Opi nion by Drost, Administrative Trademark Judge:

On August 17, 2000, The ePublish.com Inc. (applicant)
filed an application to register the mark VOLA (in typed
form on the Principal Register for goods ultimtely
identified as “desktop publishing software” in

I nternational Cass 9.1

! Serial No. 76/110,995. The application is based on an
al l egation of applicant’s bona fide intention to use the mark in
COner ce.
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The examining attorney ultimately refused to register
applicant’s mark under Section 2(d) of the Trademark Act
(15 U.S.C. 8§ 1052(d)) because of a prior registration for
the mark VO LA (in typed form for goods and services in
I nternational C asses 9, 16, 35, 36, 37, 38, 40, 41, and
42.2 The goods and services that are relevant to the
refusal are set out bel ow

Conputers including lap top conputers; ... conputer
software for use as a spreadsheet for general use,
custom zed conputer software for professional use for
use i n database nmanagenent, and conputer e-comrerce
software to allow users to perform el ectroni c business
transactions via a global conputer network, ... word
processors; ... data processing and word processing
conputers, conputer nonitors and conputer term nals,
conputer printers, conputers with conputer keyboards
and conputer nonitors, ... conputer hardware, nanely,
menory cards, blank smart cards, nanely, electronic
chip cards, magnetically coded el ectronic
identification cards, integrated circuits, conputer
hard drives, conputer disk and CD-ROM drives; conputer
fax nodem cards; blank hard conputer disks, blank CD
ROMs, and CD-ROMs featuring conputer ganes in

I nternational Cass 9

I nstal | ati on, mai ntenance, and nonitoring of

conput er, conputer peripheral and devi ces and
appl i ances; ...installation of conmputer networks in
I nternational O ass 37

Comput er consul tation, nanely, consulting with respect
to choi ces, analysis, progranm ng, exploitation of
conputers ...conputer consulting services in conputer
organi zation; installation, maintenance and nonitoring
of conmputer software systens; ...conputer
renting/ |l easing of conputer prograns through

2 Registration No. 2,464,863, issued July 3, 2001. The
registration is based on a claimof ownership of French
Regi strati on No. 98/730957.
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el ectronic and tel ecommuni cati ons medi um ...desi gn of

conputer software for others in International C ass

42.

When the refusal was nmade final, applicant filed an
appeal .

In a case involving a refusal under Section 2(d), we

analyze the facts as they relate to the relevant factors

set out inlnre Majestic Distilling Co., 315 F.3d 1311, 65

uUsP@2d 1201, 1203 (Fed. Cir. 2003). See also Inre E. |I.

du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

usPQ2d 1894, 1896 (Fed. Cir. 2000). 1In considering the

evi dence of record on these factors, we nust keep in mnd
that “[t]he fundanental inquiry mandated by § 2(d) goes to
the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

W start our analysis with a conparison of applicant’s
and registrant’s marks. In this case, the marks are for
the identical termVAOLA in typed form \Wile the
application does not contain a translation of the word, the
registration translates the termas “here it is.” The word
does not appear to be anything other than an arbitrary term

when it is applied to the goods and services and that it
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woul d be a strong mark. Therefore, this factor “weighs

heavily against the applicant.” 1In re Shell Gl Co., 992

F.2d 1204, 26 USP2d 1687, 1688 (Fed. Cr. 1993). See also

Maj estic Distilling, 65 USPQ2d at 1203.

The next factor we consider is whether the goods and
services of the applicant and the registrant are rel ated.
We nust consider the goods and services as they are
described in the identification of goods and services in

the application and registration. Octocom Systens, Inc. v.

Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQQd

1783, 1787 (Fed. G r. 1990) (“The authority is |egion that
the question of registrability of an applicant’s mark nust
be decided on the basis of the identification of goods set
forth in the application regardl ess of what the record may
reveal as to the particular nature of an applicant’s goods,
the particular channels of trade or the class of purchasers
to which the sales of goods are directed”). To the extent
that the goods and services are not restricted in the
identifications, we nust consider that they nove through

all normal channels of trade. Schieffelin & Co. v. Ml son

Conpanies Ltd., 9 USPQd 2069, 2073 (TTAB 1989)

(“[Moreover, since there are no restrictions with respect
to channels of trade in either applicant's application or

opposer's registrations, we nust assune that the respective
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products travel in all normal channels of trade for those
al coholic beverages”). Furthernore, it is not necessary
for the examning attorney to establish that the registrant
and applicant are conpetitors.

[ § oods or services need not be identical or

even conpetitive in order to support a finding of

i kelihood of confusion. Rather, it is enough that
goods or services are related in sone manner or that
ci rcunst ances surrounding their marketing are such
that they would be likely to be seen by the sane
persons under circunstances which could give rise,
because of the marks used thereon, to a m staken
belief that they originate fromor are in sone way
associated with the sane producer or that there is an
associ ati on between the producers of each parties
goods or services.

Inre Melville Corp., 18 USPQ2d 1386, 1388 (TTAB 1991).

See also Shell Ql, 25 USPQ2d at 1689 (“[E] ven when goods

or services are not conpetitive or intrinsically rel ated,
the use of identical marks can lead to the assunption that
there is a conmopn source”).

We agree with applicant that “sinply because the goods
and services in question involve software does not per se
require a finding of likelihood of confusion.” Brief at 3.

See In re Quadram Corp., 228 USPQ 863, 865 (TTAB 1985)

(“[We think that a per se rule relating to source
confusion vis-a-vis conputer hardware and software is
simply too rigid and restrictive an approach and fails to

consider the realities of the marketplace”). See also
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| nfformati on Resources Inc. v. X*Press Infornati on Services,

6 USP(2d 1034, 1038 (TTAB 1988).

However, in the Quadram and | nformation Resources

cases, the marks were not identical and the goods and/or
services were distinct. In this case, not only are the
mar ks i dentical but registrant’s goods and services include
a wde variety of conputer-related services including
| easing and rental of conputer prograns, designing computer
software for others, and conputer progranmm ng for others
for processing of data and corporate text. The exam ning
attorney points out that the progranmm ng service “is broad
enough to include desktop publishing type services for
corporate clients...Registrant’s progranm ng services for
processi ng corporate text and applicant’s software used for
t he preparation of corporate electronic brochures and
catal ogs denonstrate that the goods of registrant and the
services of applicant may be marketed to the sanme cl ass of
purchasers.” Brief at 6.

The exam ning attorney has al so included evidence
consisting of Internet printouts and copies of
regi strations to show that a conpany nmay be the source of
bot h conputer software and | easing of conputer software.

See www. i sdweb. com (I ntegrated Software Design’ s (I SD)

“current packaged software product |ines include: On-
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Tap/ DOS, On- Tap/ VMS;” 1SD services include “professional
servi ces (Know edge ON™ incorporating custom zed software

design”). See al so ww. garden-pos. com (hardware, software,

and “l easing resources you need for your Garden Center
Software and rel ated technol ogy acquisitions). Also, the
exam ning attorney refers to third-party, use-based
registrations to show that ‘a conputer software provider
may be involved with software | easing services and/ or
conputer software programm ng and design.” Brief at 5.

In addition to this evidence, it is also very
significant that the goods and services in the cited
registration are not for a single conputer-related product
or service. Rather the goods and services include a litany
of conputer goods and services including conputers; |aptop
conputers; conputer software for use as a spreadsheet for
general use; custom zed conputer software for professiona
use for use in database nmanagenent and conputer e-commerce
software to allow users to perform el ectroni c business
transactions via a global conputer network conputer; nenory
drives; conputer hard drives; CD-ROVs featuring ganes;
consulting with respect to choices, analysis, progranm ng
and exploitation of conputers; rental/leasing of conputer
sof tware; design of conputer software for others; and

printing services.
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Wil e applicant argues that the “goods and services
represented by Registrant are markedly distinct,” it also
admts that they are “varied” and “nunmerous in conparison
to the applicant’s.” Brief at 2. Applicant argues that
its “channels of trade are found in the desktop publishing
context, i.e., in small and nedium office, school,
organi zati on or commercial publishing environment.” |d.
Applicant then tries to limt the registrant to the gl obal
t el econmuni cations industry. However, nothing in
applicant’s identification of goods limts its channels to
the trade to small and nedi um of fices or any ot her
environnment. Regarding registrant’s goods and servi ces,
whi | e sonme goods and services are in the tel ecomuni cati ons
i ndustry, e.g., tel ephone comunicati ons services, nobst are
not so limted and it would not be proper to read this
limtation into all the other identified goods and

services. Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ

937, 940 (Fed. Cir. 1983)(“There is no specific limtation
and nothing in the inherent nature of Squirtco's mark or
goods that restricts the usage of SQUI RT for balloons to
pronotion of soft drinks. The Board, thus, inproperly read
limtations into the registration”).

Applicant al so maintains that the purchases of

applicant’s “goods are by sophisticated purchasers who
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exercise extra care with regard to purchasi ng such goods.”
Brief at 4. It is not clear on what basis applicant

mai ntains that its purchasers are sophisticated. The
record does not support a conclusion that desktop
publ i shi ng software purchasers are nore sophisticated than
t he purchasers of other conputer-related products. Al nost
twenty years ago, the Board held that “whatever the
situation nmay have been a decade or a generation ago,
today’s conputer buyers cannot be uniformy classified as a
technically adept or highly discrimnating purchaser

group.” In re Gaphics Technol ogy Corp., 222 USPQ 179, 181

(TTAB 1984). However, even careful purchasers can be
confused when identical marks are used on desktop
publ i shing software and registrant’s various conputer goods

and services. Inre Total Quality Goup Inc., 51 USPQd

1474, 1477 (TTAB 1999) (“We recogni ze applicant's
attorney's point that its software is expensive and that
purchasers of it are likely to be sophisticated. Suffice
it to say that no evidence in support of these assertions
was submtted. |In any event, even careful purchasers are

not i mmune from source confusion”). See also In re Hester

| ndustries, Inc., 231 USPQ 881, 883 (TTAB 1986) (“Wile we

do not doubt that these institutional purchasing agents are

for the nost part sophisticated buyers, even sophisticated



Ser No. 76/110, 995

purchasers are not imrune from confusion as to source
where, as here, substantially identical marks are applied
to related products”).

Therefore, we hold that when purchasers encounter
i dentical marks on applicant’s desktop publishing software
and the nunerous conputer-rel ated goods and services
identified in the registration, they are at a m ni mum
likely to believe that there is sone relation between the
source of the goods and services. Under these
ci rcumst ances, confusion is likely.?

Deci sion: The exam ning attorney’s refusal to
regi ster applicant’s mark VO LA for desktop publishing
sof tware because of a prior registration for the identica
mark for the identified goods and services on the ground

that there would be a likelihood of confusion is affirned.

3 wile applicant’s attorney refers to a |ack of actual
confusion (Brief at 4), we point out that the application is an
intent-to-use application. Even if applicant had used the mark
(Brief at 2), the lack of actual confusion is normally not
significant. See Mpajestic Distilling, 65 USPQ@d at 1205 (“The
| ack of evidence of actual confusion carries little weight”).
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